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WATERBORNE PAPER OR PAPERBOARD COATING COMPOSITION 



RESTRICTION REQUIREMENT RESPJjJ^E 

Washington, D.C. 20231 



Honorable Commissioner of Patents and TrademarkiVy^^ 




Sir: 

This is in response to the Restriction Requirement dated March 20, 2002. 
in the above-identified application. Applicants respectfi^Uy request the 
examiner to withdraw her restriction requirement and proceed to a 
substantive examination of claims 1-2 at this time. 



PFS;TRTr,TION RFOIIIREMENT 



Restriction to one 



of the following inventions was required under 35 



use 121. 

I. Claim 1, drawn to a waterborne pigmented paper or paperboard 
coating composition 

II. Claim 2. drawn to a method for improving the sheet gloss of coated 

paper or paperboard 

Applicants respectfully point out that claim 1 is directed to a 
waterborne pigmented paper or paperboard coating composition and claim 2 
is directed to a method for improving the sheet gloss of coated paper or 
paperboard, the method including ss,,tmgJMsmmmmois^ to 

paper or paperboard. 

The examiner argues that the two groups of claims are distinct 
inventions because the process can be practiced with another materially 
different product OR the composition may be used in a materially different 
process, such as air-drying the coating. The examiner also submits that have 
acquired a separate status m the art as shown by their different 
classification. Applicants respectfully traverse. 

35 U.S.C. 121 states that the Commissioner may require restriction it 
two or more "independent and distinct" inventions are claimed in one 
application. Referring to the Manual of Patent Examining Procedure. 
Chapter 802.01. 'the term "independent' (i.e. not dependent) means that 
there is no disclosed relationship between the two or more subjects disclosed, 
that is they are unconnected in design, operation, or effect, for example: (1) 
species under a genus which species are not usable together as disclosed or ^ 
(2) process and apparatus incapable of being used in practicing the process. 
Applicants respectftiUy submit that it is not justified to make such a 



.e,u.rement in the present appUcation. Clain. 1 is directed to a waterborne 
pig„,ented paper or paperboard coating composition and claim 2 is directed to 
a method for improving the sheet gloss of coated paper or paperboard, the 
claimed method inclnding applying the composition of claim 1 and no other 
composition to paper or paperboard. 

Thus the criteria for two or more "independent and distinct 
inventions have aat been met. Moreover, as per Manual of Patent 
Examming Procedure chapter 803. the criteria for restriction include the 
necessary presence of a serious burden on the examiner if restriction .s not 
required. Since both of these claims are concerned with closely related 
subiect matter and particularly since claim 2 is concerned with coating the 
waterborne composition of claim 1, there is no such burden on the examiner. 
Therefore, applicants respectfully request the examiner to withdraw the 

f or.^ to proceed with a substantive examination ot 
restriction requirement and to proceea wiu 

claims 1-2 at this time. 

Apphcants elect to prosecute claim 1 of Group I should the examiner 

make the restriction requirement final. 

Applicants' agent is available in order to expedite the allowance of this 
case at 215-641-7822 or by FAX at 215-641-7027. 

Respectfully Submitted, 




/ 

Ronald D. Bakule 

Rohm and Haas Company 

Agent for Applicants 
Independence Mall West ^ 

T.AiQinK9qqq Registration No. 32,b»l 

Philadelphia, PA 19 106-2399 

Date: April 17, 2002 
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